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19-22 were examined on the merits in the Office Action. 

The Examiner is respectfully requested to note that a Preliminary Amendment was filed 
in the above-identified application on June 20, 1997 (copy enclosed). Claims 19-22 were canceled 
without prejudice in the Preliminary Amendment and claims 23-39 were added. Thus, the pending 
claims that should have been considered on the merits were claims 23-39. A return postcard, which 
itemized and properly identified the Preliminary Amendment being filed, was submitted to the Office 
along with the Preliminary Amendment. We have received back from the Office this return postcard 
(copy enclosed). A postcard receipt which itemizes and properly identifies the papers which are being 
filed serves as prima facie evidence of receipt in the PTO of all the items listed thereon on the date 
stamped thereon by the PTO. M.P.E.P. 9503. 

Applicants respectfully request consideration of sendink claims 23-39, and reissuance of 
the Office Action. 


Respectfully submitted, 
RONALD C, LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 ) 

Minneapolis, MN 55402 

(612) 373-6976 


vite ~5/2/9€ ny A or Marve 


David L. Provence 


Reg. No. P-43,022 
I hereby certify thet this correspondence is being deposited with the United States Postal Service as first class mail in an envelope addressed to 
Assistant Commissioner of Patents, Washington, D.C. 20231 on May a 1998, 


Frances CSS en pra Crow 


0002919 


Case 1:04-cv-00305-SLR Document 225-6 Filed 01/11/2006 Page 10 of 50 





S/N _08/844,555 PATENT 
5 E UNITED STATES Fé AND TRADEMARK OFF. 

Applicants: Ronald C. Lundquist et al. Examiner: Unknown 

Serial No.: 08/844,555 Group Art Unit: Unknown 

Filed: April 21, 1997 Docket: 950.001US5 

Title: FERTILE TRANSGENIC CORN PLANTS 


PRELIMINARY AMENDMENT 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


Sir: 7 


When the above-identified patent application is taken up for consideration, please 


make the following changes: 
In the Specification 


At page 11, line 20, after "in" please delete “Weising, supra.” and insert -- Table ! 
— and insert the following Table 1: 
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PRELIMINARY AMENDMENT Page 10 
Filing Date: April 21, 1997 
Tithe: FERTILE TRANSGENIC CORN PLANTS 


At page 11, line 31, after "in" please delete “Weising et al., supra” and insert 


_- Table 2 — and insert the following Table 2: 


10 
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PRELIMINARY AMENDMENT Page 14 
Serial Number: 08/845,217 Dkt: 950.001US6 
Filing Date: April 21, 1997 

Title: FERTILE TRANSGENIC CORN PLANTS 


Oe eee ener ee att eta——reremerrtnninnentninenrreeerannerertnrttttiinttttA atte eR rr 


At page 12, line 15, delete “Weising et al, supra” and insert ~ Table 2 — therefor. 

At page 33, line 3, delete "Table 1" and insert ~Lable 3—, 

At page 33, line 15, delete “Table 1" and insert —Table 3-. 

At page 33, line 16, delete "TABLE 1" and insert -TABLE 3--. 

At page 39, line 5, delete "Table 2" and insert —Table 4—. 

At page 39, line 13, delete “TABLE 2" and insert ~- TABLE 4 — therefor. 

t . 

In the Claims 

Please cancel claims 19-22, without prejudice. 

Please add the following new claims: 

23. A process for producing a fertile transgenic Zea mays plant comprising the 
steps of (i) bombarding intact regenerable Zea mays cells with DNA- 
coated microprojectiles; (ii) identifying or selecting a population of 
transformed cells; and (iii) regenerating a fertile transgenic plant 
therefrom, wherein said DNA is expressed so as to impart glyphosate 
resistance to said transgenic plant and is transmitted through a normal 
sexual cycle of said transgenic plant to progeny plants. 


24. The process of claim 23 wherein the fertile transgenic Zea mays plant is 
regenerated from transformed embryogenic tissue. 


25. The process of claim 23 wherein the cells are derived from immature __ 


embryos. 
26. The process of claim 23 wherein said DNA encodes an EPSP synthase. 


27. The process of claim 23 wherein said DNA further comprises a selectable 


marker gene or a reporter gene. 
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28. 


27. 


30. 


oes 


a2: 


33. 


34. 


The process of claim 23 further comprising obtaining transgenic 
glyphosate resistant progeny plants of subsequent generations from said 


fertile transgenic plant. 


The process of claim 28 further comprising obtaining seed from one of 


said progeny plants. 


A process for producing animal feed comprising: 

(a) providing a fertile transgenic Zea mays plant comprising 
heterologous heritable DNA that is expressed so as to impart 
glyphosate resistance to said transgenic Zea mays plant; 

(b) cultivating said transgenic Zea mays plant; 

(c) obtaining seed from said cultivated Zea mays plant; and 

(d) preparing animal feed from said seed. 


The process of claim 30 wherein the DNA encodes an EPSP synthase. 


A process for producing human food comprising: 

(a) providing a fertile transgenic Zea mays plant comprising 
heterologous heritable DNA that is expressed so as to impart 
glyphosate resistance to said transgenic Zea mays plant; 

(b) cultivating said transgenic Zea mays plant; 

(c) obtaining seed from said cultivated Zea mays plant; and 

(d) preparing human food from said seed. 


The process of claim 32 wherein the DNA encodes an EPSP synthase. 


A process for producing oil comprising: 


(a) providing a fertile transgenic Zea mays plant comprising 
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Page 16 
Dkt: 950.001US6 


Title: FERTILE "TRANSGENIC CORN PLANTS 


(b) 
(c) 
(d) 


heterologous heritable DNA that is expressed so as to impart 
glyphosate resistance to said transgenic Zea mays plant; 
cultivating said transgenic Zea mays plant; 

obtaining seed from said cultivated Zea mays plant; and 
preparing oil from said seed. 


35. The process of claim 34 wherein the DNA encodes an EPSP synthase. 


36. | A process for producing starch comprising: 


(a) 


(b) 
(c) 
(d) 


providing a fertile transgenic Zea mays plant comprising 
heterologous heritable DNA that is expressed so as to impart 
glyphosate resistance to said transgenic Zea mays plant; 
cultivating said transgenic Zea mays plant; 

obtaining seed from said cultivated Zea mays plant; and 
preparing starch from said seed. 


37. The process of claim 36 wherein the DNA encodes an EPSP synthase. 


38. A process for producing seed comprising: 


(a) 


(b) 
(c) 


providing a fertile transgenic Zea mays plant comprising 
heterologous heritable DNA that is expressed so as to impart 
glyphosate resistance to said transgenic Zen mays plant; 
cultivating said transgenic “ea mays plant; 

obtaining seed from said cultivated Zea mays plant. 


39, The process of claim 38 wherein the DNA encodes an EPSP synthase. 


In the Abstract of the Disclosure 


Please delete the abstract present on page 43 of the specification and insert ~ A 
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ena ee nena nena tennant 





process of preparing fertile Zea mays plants is provided wherein said plants are resistant to the 
herbicide glyphosate, as well as processes for preparing seed, human food or animal feed 


therefrom. — therefor. 


Remarks 

Claims 19-22 having been canceled, and claims 23-39 having been added, the 
pending claims, are 23-39. 

The amendments to the specification at page 11, to add Table 1 and Table 2, are 
supported by the incorporation by reference into the application of K. Weising et al., Annu. Rev. 
Gent., 22, 421 (1988), at page 10, lines 30-31 of the specification. Table I appears in Weising as 
“Table 3" while Table 2 appears in Weising as “Table 1.” The undersigned attorney for 
Applicants certifies that Table 1 and Table 2 are identical to Table 3 and Table 1 of the Weising 
et al. reference, respectively, with the exception that the citations to the literature given in the 
reference have been reproduced in full in amended Table 2. 

The amendments to the specification at pages 12, 33 and 39 are to correct 
typographical errors resulting from the incorporation of Table 1 and Table 2 into the 
specification. 

New claim 23 is supported by the specification at page 6, lines 3-6 and lines 12- 
14, and page 11, lines 12-16. 

New claim 24 is supported by the specification at page 8, lines 13-23 and 
Example [. 

New claim 25 is supported by the specification at page 8, lines 15-19, page 9, 

' lines 7-11, and Example I. | 

New claims 26, 31, 33, 35, 37 and 39 are supported by the specification at page 
11, lines 12-16. 

New claim 27 is supported by the specification at page 11, lines 21-26. 

New claim 28 is supported by the specification at page 7, lines 10-14 and page LI, 
lines 12-16. 

New claim 29 is supported by the specification at page 6, lines 12-14 and 
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Example [.IV. 

New claims 30 and 32 are supported by the specification at page 6, lines 3-6, page 
11, lines 12-16 and page 20, line 27-34. 

New claims 34 and 36 are supported by the specification at page 6, lines 3-6, page 
11, lines 12-16 and page 21, lines 3-7. 

New claim 38 is supported by the specification at page 6, lines 3-6, page 11, lines 
12-16 and page 21, lines 7-8 

When the Examiner takes the present application up for the first Office Action, 


consideration of this amendment is respectfully requested. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date ZO Airy f 01D... By CO. OG 


WDW:DLP Warren D. Woessner 
Reg. No. 30,440 


Thereby certify that this correspondence is being deposited with the United States Postal Service as first class mail in an envelope addressed to 
Assistant Commissioner of Patents, Washington, D.C. 20231 on June AO _, 1997. 


“Trances TSBIeMN an en eate ca 


Name Signature 
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INTHE I[TEDSTATES PATENT AND TRADEM, OFFICE 


Applicant: Ronald C. Lundquist ct al. | 
Title: FERTILE TRANSGENIC CORN PLANTS CO PY 
Docket No.: 950.001US5 Serial No.: 08/844,555 

Filed: April 21, 1997 Due Date: N/A 

Examiner: Unknown Group Art Unit: Unknown 


Assistant Commissioner for Patents 

Washington, D.C. 20231 

Sir: 

We are transmitting herewith the following attached items (as indicated with an "X"): 
xX  Areturm postcard. 

X Preliminary Amendment (18 Pages). 


* 


Please consider this a PETITION FOR EXTENSION OF TIME for sufficient number of months to enter these papers and 
please charge any additional required fees or credit overpayment to Deposit Account No, 19-0743, 


CERTIFICATE UNDER 37 CER 1.8: The undersigned hereby certifies that this Transmittal Letter and the paper, as described above, 
are being deposited in the United States Postal Service, as first class mail, in an envelope addressed to: Assistant Commussioner for 
Patents, Washington, D.C. 20231, on this 2 ___ day of June, 1997. 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. By: — (i pee f X {2 
P.O, Box 2938, Minneapolis, MN 55402 (612-339-0331) Atty: Warren D. Woessner, Ph.D. 


Reg. No. 30,440 
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Applicants: Ronald C. Lundquist et al. Examiner: Gary Benzion 

Serial No.:  08/844,555 Group Art Unit: 1649 

Filed: April 21, 1997 Docket: 950.001US5 

Title: FERTILE TRANSGENIC CORN PLANTS 





SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 





Assistant Commissioner for Patents 
Washington, D.C. 20231 

In compliance with the duty imposed by 37 C.F.R. § 1.56, and in accordance with 
37 C.E.R. §§ 1.97 et. seq., the enclosed materials are brought to the attention of the Examiner for 
consideration in connection with the above-identified patent application. Applicants respectfully 
request that this Supplemental Information Disclosure Statement be entered and the documents 
listed on the attached Form 1449 be considered by the Examiner and made of record. Pursuant to 
the provisions of MPEP 609, Applicants further request that a copy of the 1449 form, initialled by 
the Examiner to indicate that all listed citations have been considered, be returned with the next 
official communication. 

Applicants have included the fee of $240.00 under 37 C.F.R. §§ 1.97(c) and 
1.17(p). Please charge any additional fees or credit any overpayment to Account No. 19-0743. 

The Examiner is invited to contact Applicants’ Representatives at the below-listed 


telephone number if there are any questions regarding this communication. 


: Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


= SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 
Minneapolis, MN 55402 
(612) 373-6903 


qs JG 
Date A Jee SIR By Cn Diy 


WD W:isf Warren D. Woessner 
Reg. No. 30,440 


[ hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail in an envelope addressed to 
Axsistant Commissioner of Patents, Washington, D.C. 20231 on June 25_, 1998. 
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Application No. Appl (s} 
08/844,555 Lundquist at al 


Office Action Summary eam mo. [vee A 


%] Responsive to communication(s} filed on 17 May 1 998 











—; This action is FINAL. 


(| Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 C.D. 11; 453 0.G. 213. 


A shortened statutory period for response to this action is set to expire one month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 

37 CFR 1.136(a). 


Disposition of Claims 


) Claim{s) 23-39 . is/are pending in the application. 
Of the above, claim(s) is/are withdrawn from consideration. 

[1] Claim{s) is/are allowed. 

(} Claim{s) is/are rejected. 

[] Claim({s} is/are objected to. 

XX] Claims 23-39 are subject to restriction or election requirement, 


Application Papers 
‘ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 
ml The drawing(s) filed on is/are objected to by the Examiner. 


[] The proposed drawing correction, filed on is (kpproved Ctisapproved. 





(J The specification is objected to by the Examiner. 


Tl The oath or declaration is objected to by the Examiner. 


Priority under 35 U.S.C. § 119 
[ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119{a)-(d). 


Clan (]Some*. ClNone of the CERTIFIED copies of the priority documents have been 
(] received. 
[} received in Application No. (Series Code/Serial Number) 





ttt 


(7 received in this national stage application from the International Bureau (PCT Rule 17.2{a}}. 
*Certified copies not received: 
[? Acknowledgement is made of a claim for domestic priority under 35 U.S.C. 3 179{e). 


Attachment(s) 
f[ Notice of References Cited, PTO-892 
f] information Disclosure Statement(s), PTO-1449, Paper No(s}. 
[} interview Summary, PTO-413 
“i Notice of Draftsperson's Patent Drawing Review, PTO-948 
“i Notice of Informal Patent Application, PTO-152 


_ SEE OFFICE ACTION ON THE FOLLOWING PAGES — 


U. S. Patent arf Trademark Office 


PTO-326 (Rev. 9-95) Offica Action Summary Part of Paper No. __ 11 


aan eel 
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Status of the Application 


Effective February 7, 1998, the Group and Art Unit location of your application in the PTO has 
changed. To aid in correlating any papers for this application, all further correspondence regarding this 
application should be directed to Group Art Unit 1649. 


In view of the communication received 11 May 1988 the previous Office Action is withdrawn 


and the action below respectfully substituted. 
Claims 19-22 have been canceled and claims 23-39 are pending. 
Restriction and Election 


This application contains claims directed to the following patentably distinct species the claimed 


invention: 


Restriction and election to one of the following inventions is required under 35 U.S.C. 121: 


{ Claims 23-29 and 38-39, drawn to a process for producing a fertile transgenic Zea mays 
plant and a process for producing seed from said plant classified in Class 800, subclass 
300 1, for exampie 


Il. Claims 30-31, drawn to a process for producing animal feed comprising a transgenic maize 
plant, classified in Class 426, subclass 623 or 630, for example. 


HI. Uf. Claims 32 and 33, drawn to a process for producing human food comprising a transgenic 


maize plant, classified in Class 426, subclass 7, for example. 


IV. II. Claims 34 and 35, drawn to a process for producing oil comprising a transgenic maize 


plant, classified in Class 530, subclass 367, or Class 552, subclass 545, for example. 


V. IV. Claims 36 and 37, drawn to a process for producing starch comprising a transgenic 


maize plant, classified in Class 536, subclass 102, or in Class 127, subclass 67, for example. 
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The inventions are distinct, each from the other because of the following reasons: 


inventions [1], WI, [V and V are unrelated modifications of the final product produced by the 
process of group 1. Inventions are unrelated if it can be shown that they are not disclosed as capable of use 
together, or they have different modes of operation, or have different functions, or they have different 
effects, (MPEP § 806.04, MPEP § 808.01) In the instant case group I is drawn to a process of producing 
a transgenic plant and seed therefrom in which that plant and seed express resistance to glyphosate, and 
more particularity in which the polynucleotide used is EPSP synthase. The other groups all provide 
substantially the identical steps in which the preamble and final step of the independent claim recites that 
the plant is used to produce an animal feed (II), a human food (I), an oil (IV), or a starch (V). Each 
process has a different effect, that is, the process for producing starch from the transgenic plant is 
different from said process for extracting oil or producing an animal feed producing seed or the process of 
making transgenic plants in which the progeny contain the DNA of interest and/or comprise an inbred or 
hybrid. 


Applicant is advised that the response to this requirement ic be compleie must include an election 


of the invention to be examined even though the requirement be traversed (37 CFR 1.143). 


Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(6) if one or more of the currently named 
inventors is no longer an inventor of at least one claim remaining in the application. Any amendment of 
inventorship must be accompanied by a diligently-filed petition under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1.17(h). 


Because these inventions are distinct for the reasons given above and have acquired a separate 
status in the art because of their recognized divergent subject matter, fall into different statutory classes of 
invention, and are separately classified and searched, restriction for examination purposes as indicated is 


proper. 


A telephone call was made to Warren Woessner on 10 August 1998 to request an oral election to 


the above restriction requirement, but did not result in an election being made. 


Sununary 
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No claim is allowed. 
Ingutres 


Any inquiry concerning this or earlier communication from the examiner should be directed to 
Gary Benzion, Ph.D. whose telephone number is (793) 308-1119. The examiner can normally be 
reached on Monday-Friday from 8 AM to 4:30 PM. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner’s supervisor, Douglas W. Robinson car. be reached on (703)-308-2397, Any 
inquiry of a general nature or relating to the status of this application should be directed to the Group 
receptionist whose telephone number is (703) 308-0196. 


Papers related to this application may be submitted to Group 1800 by facsimile transmission. 
Papers should be faxed to Group 1800 via the PTO Fax Center located in Crystal Mall 1. The faxing of 
such papers must conform with the notice published in the Official Gazette, 1096 OG 30 (November 15, 
1989). The CMI Fax Center number is (703)- 308-4227, 


Benzion 
08/10/98 


GARY BE 
PRIMARY 
GROUP ART UNIT 
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S/N_08/844,555 PATENT 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicants: Ronald C. Lundquist et al. Examiner: Gary Benzion 

Serial No.: 08/844,555 Group Art Unit: 1649 

Filed: — April 21, 1997 Docket: 950.001US5 

Title: FERTILE TRANSGENIC CORN PLANTS 


nemesis nA 


SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 


BF Fe Fd Rt NN Fe el a A NT NE 


Assistant Commissioner for Patents 
Washington, D.C. 20231 

In compliance with the duty imposed by 37 C.F.R. § 1.56, and in accordance with 
37 CER. §§ 1.97 et. seqg., the enclosed materials are brought to the attention of the Examiner for 
consideration in connection with the above-identified patent application. Applicants respectfully 
request that this Supplemental Information Disclosure Statement be entered and the documents 
listed on the attached Form 1449 be considered by the Examiner and made of record, Pursuant to 
the provisions of MPEP 609, Applicants further request that a copy of the 1449 forms, initialled 
by the Examiner to indicate that all listed citations have been considered, be returned with the 
next official communication. | 

The Examiner is respectfully requested to note that an investigation by outside 
counsel engaged by Assignee, DEKALB Genetics Corporation, led to the conclusion that 
Lundquist et al. were the first to demonstrate the transmission of the introduced DNA through a 
complete sexual cycle of the transgenic plant to its progeny, i.e., that the DNA was heritable. It 
was also concluded that, while Adams et al., the named inventors of U.S. Patent No. 5,550,318, 
were the second to demonstrate the transmission of the introduced DNA through a complete 
sexual cycle of the transgenic plant to its progeny, Adams et al were the first to demonstrate that 
the DNA was chromosomally integrated in transformed callus. 

The Examiner is also requested to note that Adams et al. swore behind the filing 
date of Lundquist et al. application Serial No. 07/467,983, filed January 22, 1990, by means of 
Rule 131 declarations filed on April 27, 1995, in commonly assigned Serial No. 07/565,844, 
filed August 9, 1990, to establish an earlier date of invention of fertile transgenic corn 
comprising the bar gene. 

Applicants have included the fee of $240.00 under 37 CLF. R. §§ 1.97(c) and 


1.17(p). Please charge any additional fees or credit any overpayment to Account No. 19-0743. 
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Filing Date: April 21. 1997 

Tithe: FERTILE TRANSGENIC CORN PLANTS 


The Examiner is invited to contact Applicants’ Representatives at the below-listed 


telephone number if there are any questions regarding this communication. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date Sf AK 2 ZZ 7 g By LVAD. 
WDW ysf Warren D. Woessner 
Reg. No. 30,440 


I hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail in an envelope addressed to 
Assistant Commissioner of Patents, Washington, D.C. 20231 on August a, 1998. 


— , a 
Fran Ces E Scien err. 0M) Ch — 


Name Signature 
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RESPONSE TO RESTRICTION REQUIREMENT 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


“ In response to the Restriction Requirement in the Office Action mailed August 12,1998, 
Applicants provisionally elect without traverse Group I (Claims 23-29 and 38-39) for 
examination. The claims of Group I are drawn to a process for producing a fertile transgenic Zea 
mays plant and a process for producing seed from said plant. A Petition for Extension of Time is 
filed herewith, extending the time in which to respond the Restriction Requirement from 
September 12, 1998 to October 12, 1998. 

The Examiner is invited to contact Applicants’ Representatives at the below-listed 
telephone number if there are any questions regarding this Communication or if prosecution of 
this application may be assisted thereby. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date _1E Ser (99F F By 
Warren D. Woessner, Ph.D. 
Reg. No. 30,440 
WDW:pij 
[ hereby certify that this correspondence is being deposited with the United oe Postal Service as first class mail in an envelope addressed to 
Assistant Commissioner of Patents, Washington, D.C. 20231 on September _\%, 1998. 


“Jronces Ettiern —hTAMWLLO Cr > 


N Signature 
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PETITION FOR A ONE-MONTH EXTENSION OF TIME 


Assistant Commissioner for Patents 
Washington, D.C. 20231 

In accordance with the provisions of 37 CFR. § 1.136(a), it is respectfully requested that 
a one-month extension of time be granted in which to respond to the Response to Restriction 
Requirement mailed August 12, 1998, said period of response being extended from September 
12, 1998 to October 12, 1998. ; 


Our check in the amount of $110.00 is enclosed to cover the required extension fee. 


Please charge any additional fees or credit overpayment to Deposit Account No. 19-0743. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date (72 5 By LD Cobra gee 
Warren D. Woessner, Ph.D. 
" Reg. No. 30,440 


[hereby certify that this cortespondence is being deposited with the Unity States Postal Service as first class mail in an envelope addressed to: 
Assistant Commissioner for Patents, Washington, D.C. 20231, on this day of _ September __, 1998. 


antes Cotten romero Gro wa > 








Name Signature 
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Please find below and/or attached an Office communication concerning this application or 
proceeding. 


eel tr tet tr 


—_— 


Commissioner of Patents and Trademarks 


Schwegman, ania s 
Woessner & Kluth, P. 


DEC 11 1998 
RECEIVED 
PTO-GOG (Rev. 2/06} 2 - Malt Copy 
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Application No. Applicant(s) 
08/844,665 Lundquist at al 


Ofifes Action Summary = aie LIL 


(%] Responsive to communication(s) filed on 27 Sep 1998 











{} This action is FINAL. 


(J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 C.D. 11; 453 0.G. 213. . : 


A shortened statutory period for response to this action is set to expire three monthts), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133}. Extensions of time may be obtained under the provisions of 

37 CFR 1.136{a}. 


Disposition of Claims 


(X%] Claim(s} 23-39 is/are pending in the application. 
Of the above, claim(s} 30-27 is/are withdrawn from consideration. 

(_] Claim{s} is/are allowed. 

(%] Claim(s) 23-29, 38, and 39 is/are rejected. 

(3 Claim({s) is/are objected to. 


ara subject to restriction or election requirement. 


[} Claims 


Application Papers 
C] See the attached Notice of Draftsperson’s Patent Drawing Review, PTO-948. 


{J The drawing(s) filed on | is/are objected to by the Examiner. 
(] The proposed drawing correction, filed on is (bpproved ([_Hisapproved. 





("] The specification is objected to by the Examiner. 
["] The oath or declaration is objected to by the Examiner. 


Priority under 35 U.S.C. § 119 
[] Acknowledgement is made of a claim for. foreign priority under 35 U.S.C. 4 47 9{a)-(d). 


Clat (lSome* ClNone of the CERTIFIED copies of the priority documents have been 
[} received. 
(] received in Application No. (Series Code/Serial Number] 





(] received in this national stage application from the International Bureau (PCT Rule 17.2(a}}. 
“Certified copies not received: 
C] Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 


Attachment(s) 
(X] Notice of References Cited, PTO-892 
[} Information Disclosure Statement{s}, PTO-1 449, Paper Nots). 6 / O pebethi 
CI Interview Summary, PTO-413 


("] Notice of Draftsperson's Patent Drawing Review, PTO-948 
C] Notice of Informal Patent Application, PTO-152 


_- SEE OFFICE ACTION ON THE FOLLOWING PAGES — 


U. S. Patant and Trademark Office 


PTO-326 (Rev. 9-95) Office Action Summary Part of Paper No. 1 
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Status of the Application 
Claims 23-39 are pending. 
The election of Group |, claims 23-29 and 38-39 without traverse, is acknowledged. 


Claims 30-37 are withdrawn from further consideration by the examiner, 37 CFR 1.42(b) as being 
drawn to a non-elected invention, Election was made without traverse in paper No. 14. 


Prior Art 


The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 


(a} A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of 

this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 

matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 

to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invertion was made. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103, the examiner presumes that the subject matter of the various claims was commonly owned 
at the time any inventions covered therein were made absent any evidence to the contrary. Applicant is 
advised of the obligation under 37 CFR 1.56 to point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in order for the examiner to consider the 
applicability of potential 35 U.S.C. 102(£) or (g) prior art under 35 U.S.C, 103. 


Claims 23-29 and 38-39 are rejected under 35 U.S.C § 103 as being unpatentable over Eichholtz et 
al. or Kishore et al. in view of Wang et al., Klein et al. or Armstrong et al. 


The claimed invention is directed to a process for transforming Zea mays comprising a DNA 
which imparts glyphosate resistance to the plants by a means know as “bombardent.” In this regards, 
Fichholtz et al. 5,310,667 (Glyphosate-tolerant 5-enolpyruvyl-3~phosphoshikimate synthases) is cited to 
disclose the isolation and construction of an EPSP synthase DNA, that imparts glyphosate resistance to 
plant cells, and which is taught as useful in Zea mays. They state: 


Suitable plants for the practice of the present invention include, but are not limited to, soybean, 
cotton, alfalfa, oil seed rape, flax, tomato, sugar beet, sunflower, potato, tobacco, maize, wheat, 
rice and lettuce. ... 
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For expression in maize cells the coding sequence of the glyphosate tolerant variant form of maize 
pre-EPSP synthase is excised from pMON9960 and inserted between a promoter known to 
function in maize cells, such as the CaMV35S promoter, and the poly A addition site of the . 
nopaline synthase gene or another suitable gene. In addition, an intron such as the first intron of 
the maize ADHI gene may be included in the 5'-untranslated region of the expression unit which 
may enhance expression of the chimeric gene (Callis et al, 1987). 


‘Transgenic maize cells can be prepared by bombarding maize cells, such as the suspension line 
BMSI (ATCC 54022), with particles coated with pMON38631 by the method of Klein et al. (1988) 
or the method of Christou et al. (1988). The cells are then selected FOR 1-3 weeks in medium 
containing 5 mM glyphosate followed by selection on solid medium containing 5 mM glyphosate. 
Calli which have incorporated and are expressing the chimeric variant EPSP synthase gene can be 
identified by their rapid growth on the solid medium. 
Similarly, Kishore et al. 4,971,908 ( Glyphosate-tolerant 5-enolpyruvyl-3-phosphoshikimate 
synthase) disclose the isolation and construction of an EPSP synthase DNA which can be expressed in Zea 


mays, They state: 


Glyphosate-tolerant 5-enolpyruvyi-3 -phosphosikimate (EPSP) synthases, DNA encoding 
glyhphosate-tolerant EPSP synthases, plant genes encoding the glyphosate-tolerant enzymes, plant 
transformation vectors containing the genes, transformed plant cells and differentiated transformed 
plants containing the plant genes are disclosed. The glyphosate-tolerant EPSP synthases are 
prepared by substituting an alanine residue for a glycine residue in a conserved sequence found 
between positions 80 and 120 in the mature wild-type EPSP synthase. 


For expression in maize cells the coding sequence of the glyphosate tolerant mutant form of 
maize pre-EPSP synthase is excised from pMON9960 and inserted between a promoter known. to 
function in maize cells such as the CaMV35S promoter, and the poly A addition site of the 
nopaline synthase gene. In addition aa intron such as the first intron of the maize ADH1 gene may 
be included in the 5'-untranslated region of the expression unit which may enhance expression of 
the chimeric gene (Callis, et al. 1987). 

Neither Eichholtz et al. or Kishore et al. disclose the process in which regenerable Zea mays cells 
are bombarded with the DNA construct of interest, however, the process of bombardment, or biolistics, was 
disclosed by others as set forth below. Wang etal. (pages 433-439, of record) is cited to teach the method 
of BIOLISTICS® to transfer DNA into plants. These authros employed a blue-cell assay to demonstrate 
delivery of a DNA construct of interest into soybeans, rice, wheat as well as com. The assay was used to 
optimize biolistic parameters so that stable transformants and whole transformed plants can be routinely 
recovered. The biolistic process as disclosed by Wang et al. worked on nearly all plant tissue and plant 
species. Klein et al. (Biotechnology, pages 559-563) reveal the factors influencing gene delivery into 
maize suspension cells and scutellum tissue via the use of high-velocity microprojectile acceleration. 


These authors teach the application of the process to the surface of explanted maize embryos in which the 
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GUS reporter/marker gene is expressed. In particular, at page 562, right column of the penultimate 
paragraph, stable transformation of maize callus via the disclosed technique is evident. Armstrong et al. 
(pages 207-214) disclose the regeneration of maize from friable embryogenic callus of both type I and type 
II tissue cultures of both inbred and hybrid cultures. 


Accordingly, the modification of the method to produce transgenic Zea mays plants by the process 
of bombardment of regenerable tissue of Zea mays cells with a DNA construct resistant to glyphosate, as 
was taught by prior art was well within the ordinary skill of the art at the time the claimed invention was 
made. Thus, the claimed invention as a whole was clearly prima facie obvious in view of the references, in 


the absence of a preponderance of the evidence to the contrary. 
Sunuttary 
No claim is allowed. 
Inquires 


Any inquiry concerning this or earlier communication from the examiner should be directed to 
Gary Benzion, Ph.D. whose telephone number is (703) 308-1119. The examiner can normally be reached 
on Monday-Friday from 7:00 AM to 3:30 PM. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner’s supervisor, Douglas W. Robinson can be reached on (703)-308-2897. Any 
inquiry of a general nature or relating to the status of this application should be directed to the Group 
receptionist whose telephone number is (703) 308-0196. 


Papers related to this application may be submitted to Group 1600 by facsimile transmission. 
Papers should be faxed to Group 1600 via the PLO Fax Center located in Crystal Mall 1. The faxing of 
such papers must conform with the notice published in the Official Gazette, 1096 OG 30 (November 15, 


1989), 

Benzion 

12/07/98 
GARY ON, : 
P Y R 
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